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T here are as many approaches to ana-
lyzing inventions as there are practi-
tioners plying this trade. the analysis 

of virtually any invention can therefore 
invariably be enhanced by discussing it 
with a colleague. Inevitably a co-worker 
will have offer one or more questions or 
insights that can shed further light on the 
problem and/or the solution. 

this month’s column presents some 
invention-identification ideas that a num-
ber of practicing patent attorneys have 
shared with the author.2 their approaches 
coalesce into a few thematic strands, which 
echo many of the ideas that appears in 
this space. We are, after all, all focused 
on the same goal—answering the patent 
attorney’s quintessential question, What is 
the Invention? 

FirsT “see” The invenTion 
one colleague refers to his starting-point 

process as “seeing” the invention. the 
paradigm is a powerful one. the notion of 
seeing the invention implies a mind’s eye 
grasp of an answer to the question What’s 
Really Going On? 

Before beginning the claim draft-
ing process, one must first “see” 
the invention, and not just an 
embodiment of the invention, 
although sometimes it is not easy 
to distinguish between the two. 
Nonetheless I believe that the key 
to understanding the invention is 
to gain a fundamental understand-
ing of the concept(s) behind the 
embodiment(s). By understanding 
the principle behind the result, 
the claim drafter should be able 
to draw a broader claim than  
otherwise.

I usually get there by continuing 
to ask questions of the inventor, 
each time stripping away verbally 
the extra stuff so that I can change 
the example that had been pre-
sented and still have the inventor 
say, “Yes, that is what I mean.” Or, 
“Yes, that will work also!”

I was trained to always write a 
problem-solution and a claim. 
Now I boil the invention down by 
simply writing a claim that reflects 
my thought process. But I think 
that in the back of my mind I have 
worked through the problem and 
solution while forming the claim in 
my mind.

Use The eUropean (“Jepson”) Claim 
FormaT as an invenTion analysis 
model 

another attorney thinks about the inven-
tion in terms of the european, or Jepson-
type, claim format at the invention analysis 
stage, whether or not he ultimately wants 
to have claims of that type in the patent 
application. readers may already be famil-
iar with this format in which the so-called 
inventive departure is set off from the rest 
of the claim by a transitional phrase such as 
“the improvement comprising” or “charac-
terized in that.”

Here, for example, is such a claim 
directed to the idea of keeping the food 

moving within a microwave oven to solve 
the problem of non-uniform heating: 

A microwave oven comprising

an oven cavity, and 

a microwave energy source for 
heating food within the cavity, 

THE IMPROVEMENT COMPRISING

means for engendering relative 
motion during the heating process 
between the food and the micro-
wave energy source.

Such point-of-novelty claiming might not 
be where you want to end up. However, 

it may be a place that you want to 
start your thinking process from.   
It helps one conceptualize what 
was done before, and what was 
added or changed by the inven-
tor to solve the problem or yield 
the improvement.  If the improve-
ment is simply stated (just one ele-
ment), you have a good start on a 
broad claim.  Then, you look at the 
preamble—the words leading up 
to “the improvement comprising”—
and see if the same improvement 
works in other environments.  

this approach serves as the basis of the 
inventive-departure-based claiming tech-
nique presented in an earlier column.3

envision The markeTplaCe
another attorney focuses on the ultimate 

marketing of the invention and, in so doing, 
attempts to engage the inventor on his own 
terms.

I ask the inventor to envision the 
marketplace. What would he tout 
about his invention if he had to 
actually sell it? Is it, for example, 
faster than the known alternatives? 
Lighter? Less expensive? More effi-
cacious? Once he has told me, I 
ask him to point to what exactly 
it is in his system or process that 
makes those advantages possible. 
We then proceed to sketch out the 
invention on a piece of paper and 
refine the picture to a point where 
it contains only the minimum nec-
essary prior art structure to support 
the thing that he pointed to. A 
particular benefit of this approach 
is that it enables the inventor to 
supply what the attorney needs 
within an analytical framework that 
is natural and routine to the inven-
tor rather than my having to turn 
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the inventor into a junior patent 
attorney in the first instance. 

imaGine yoU only have 60 seConds 
To desCribe The invenTion

another colleague suggests that distill-
ing the invention down to its essence can 
often be achieved by asking the question, 
“What would you say if you had to say it in 
60 seconds?”

When I supervised attorneys in a 
corporate setting, I recommended 
as follows: “Envision yourself hav-
ing to explain the invention to a 
manager who holds the patent 
filing purse strings. The manager 
is in a hurry to attend a meeting. 
Imagine that you have only 60 
seconds to describe the invention’s 
novelty while accompanying him 
to the meeting room door.  What 
would you say in one or two sen-
tences?” 

I also strongly urged that any such 
one- or two-sentence description 
of the invention should focus on 
the inventive solution and its ben-
efit.   Knowing what the benefit is 
helps you identify those few things 
that are necessary to provide that 
benefit and thus those few things 
that should be contained in the 
broadest claim. 

next month: Writing the Detailed Description.
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